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What Was the Law Before Arthrex?

 Appointments Clause, US Constitution, Article 2, section 2:  “The President 

… by and with the Advice and Consent of the Senate, shall appoint 

Ambassadors, other public Ministers and Consuls, Judges of the supreme 

Court, and all other Officers of the United States, whose Appointments are 

not herein otherwise provided for, and which shall be established by Law”

 “[T]he Congress may by Law vest the Appointment of such inferior Officers, 

as they think proper, in the President alone, in the Courts of Law, or in the 

Heads of Departments.”

 Secretary of Commerce is a “Head of Department”

 USPTO Director is not a “Head of Department”

 AIA 35 USC § 6 talks about appointment of PTAB Administrative Patent 

Judges (APJs) by the Secretary of Commerce “in consultation with the 

Director [of the USPTO]”



4squirepattonboggs.com

What Was the Law Before Arthrex?

 Pre-AIA, the statute fluctuated somewhat

 For 8-10 years before a pre-AIA 2008 amendment to 35 USC § 6, 

appointment was by the Director (not a “head of department”)

 Same with TTAB (15 USC § 1067)

 2008 Amendment “re-permitted” appointment of then-BPAI APJs as “inferior 

officers”

 Same with TTAB (15 USC § 1067)

 USPTO APJs treated as “inferior officers” until Arthrex

 Edmond v. United States, 520 U.S. 651 (1997) discussed criteria for 

determining “inferior” officers v “principal” officers

 Arthrex held that PTAB APJs under the AIA were “principal officers”

 Federal Circuit approach made PTAB APJs inferior officers again
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PTAB Proceeding

 Smith & Nephew challenged the patentability of U.S. Patent No. 9,179,907 at 

the Patent Trial & Appeal Board

 Arthrex opposed the petition on the merits, never raising the constitutionality 

of the PTAB

 PTAB issued a final written decision, holding the challenged claims 

unpatentable as anticipated

 Arthrex appealed to Federal Circuit, arguing that the appointment of the 

Administrative Patent Judges violates the Appointments Clause of the U.S. 

Constitution 
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Constitutional Basis

United States Constitution, Article II, Section 2, Clause 2

The President “shall nominate, and by and with the Advice and Consent of 

the Senate, shall appoint Ambassadors, other public Ministers and 

Consuls, Judges of the supreme Court, and all other Officers of the 

United States, whose Appointments are not herein otherwise provided for, 

and which shall be established by Law: but the Congress may by Law 

vest the Appointment of such inferior Officers, as they think proper, in 

the President alone, in the Courts of Law, or in the Heads of 

Departments.”
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PTAB Appointments

35 U.S.C. § 6(a):

“…The Director, the Deputy Director, the Commissioner for Patents, the 

Commissioner for Trademarks, and the administrative patent judges shall 

constitute the Patent Trial and Appeal Board. The administrative patent 

judges shall be persons of competent legal knowledge and scientific ability 

who are appointed by the Secretary, in consultation with the 

Director….”
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Principal Officers v. Inferior Officers

“Whether one is an ‘inferior’ officer depends on whether he has a superior,” and 

“‘inferior officers’ are officers whose work is directed and supervised at some 

level by others who were appointed by Presidential nomination with the advice 

and consent of the Senate.” 

Arthrex, Inc. v. Smith & Nephew, Inc., 941 F. 3d 1320, 1328 (Fed. Cir. 

2019), quoting Edmond v. United States, 520 U.S. 651, 662-63 (1997).

“[T]he Court in Edmond emphasized three factors: 

(1) whether an appointed official has the power to review and reverse the 

officers’ decision; 

(2) the level of supervision and oversight an appointed official has over the 

officers; and 

(3) the appointed official’s power to remove the officers.”

Id. at 1329.
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Edmond Analysis

(1) Whether an appointed official has the power to review and reverse the 

officers’ decision

 NO

 “There is no provision or procedure providing the Director the power to 

single-handedly review, nullify or reverse a final written decision issued by a 

panel of APJs.”

Id.
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Edmond Analysis

(2) The level of supervision and oversight an appointed official has over the 

officers

 SUFFICIENT

 “The Director has the authority to promulgate regulations governing the 

conduct of inter partes review. He also has the power to issue policy 

directives and management supervision of the Office.”

Id. at 1331 (internal citations omitted)
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Edmond Analysis

(3) The appointed official’s power to remove the officers

 INSUFFICIENT

 “Under the current Title 35 framework, both the Secretary of Commerce and 

the Director lack unfettered removal authority.”

Id. at 1332
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Severability

35 U.S.C. § 3(c)

“Officers and employees of the Office shall be subject to the provisions of 

title 5, relating to Federal employees.”
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Applicability to PTAB Proceedings Beyond IPRs

 Ciena Corp. v. Oyster Optics, LLC, 958 F.3d 1157 (Fed. Cir. 2020)

 IPR petitioner invoked PTAB jurisdiction and sought stay of district court litigation 

which could have adjudicated the same validity issues

 Petitioner forfeited constitutionality challenge

 VirnetX Inc. v. Cisco Sys., 958 F.3d 1333 (Fed. Cir. 2020) – applicable to 

inter partes reexamination proceedings

 Same rationale as Arthrex:  Patent owner forced to go before PTAB during inter 

partes reexamination has standing



15squirepattonboggs.com

Applicability to PTAB Proceedings Beyond IPRs

 In re Boloro Global, Ltd., 2020 U.S. App. LEXIS 20978 (Fed. Cir. July 7, 

2020) – applicable to ex parte appeal proceedings

 Same rationale as Arthrex:  Patent applicant forced to go before PTAB during 

prosecution has standing

 USPTO Director conceded the point of APJs as “principal officers” here, so panel 

appointment found to have been unconstitutional

 But USPTO Director can direct the issuance of a patent, so has control over 

prosecution – Fed Cir implied that if the Director hadn’t concede the point, the 

outcome might have been different
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What About the TTAB?

 15 USC § 1067 - same statutory language as 35 USC § 6 re Commerce 

Secretary consulting with USPTO Director re APJ appointment

 No apparent counterpart to 35 USC § 3(c) in the trademark statute

 But this section refers to trademarks, so arguably applies to TTAB judges

 At least one TTAB litigant (mark applicant) has raised the issue

 Are TTAB judges inferior officers or principal officers?

 Edmond v US analysis

 Subject of at least one cert petition, as noted earlier
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Arthrex Appeals

 All parties filed petitions for en banc rehearings

 All petitions denied

 U.S. government petitioned the Supreme Court for certiorari, on questions of:

 (1) whether the PTAB's APJs were unconstitutionally appointed principal officers

 (2) whether Arthrex had forfeited its constitutional argument by not raising it before 

the PTAB.

 Smith & Nephew petitioned the Supreme Court for certiorari, on question of:

 Whether APJs are principal or inferior officers of the United States

 Arthrex petitioned the Supreme Court for certiorari, on questions of:

 (1) whether severance is consistent with congressional intent

 (2) whether elimination of APJ tenure protections was sufficient to render APJs 

inferior officers
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Additional Writs of Certiorari

 Polaris Innovations Ltd. has petitioned for certiorari on whether severance 

was proper

 “[N]ow the swords above APJs’ heads hang by thinner threads….  The court of 

appeals appears to bet that the director’s role in promulgating general guidance to 

APJs (already found insufficient to ‘control’ their actions) coupled with the in 

terrorem effect of strategic firings will be enough to manipulate the work of APJs in 

future proceedings.”

 Duke University and Sanofi-Aventis have separately petitioned for certiorari 

on whether appellate court can invoke forfeiture to refuse to address 

Appointments Clause violation when appellant did not raise in opening brief

 In both cases, Arthrex decision issued after opening appellate briefs had been filed
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What Next?

 Is the Federal Circuit’s Arthrex “fix” sufficient?  Is it acceptable?

 Arthrex up on petition for cert to US Supreme Court

 Are APJs really “principal” officers?

 US Supreme Court could find them to be “inferior” officers

 Interpret Edmond v. United States differently

 APJ appointment statute does not violate the Appointments Clause

 Congressional action?

 Amend APJ appointment statute (35 USC § 6)?

 Amend 35 USC § 3(c) to ratify the Federal Circuit change? 
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