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Today’s Discussion

Applicable rules
for employees inventions
in major R&D jurisdictions

Frequently Asked Questions

Attendees’ Questions
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Applicable rules
for employees
inventions

in major R&D
jurisdictions

United States
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Applicable Rules Employees inventions: US

Independent
Contractor

Status of Inventor

[
.. . Inventor: All E;;T;?;e's time, no
(Initial) Ownership . tgg;g - employerresources
or trade secrets
UNLESS

owners h | p All other bReIf}ted to emplolyer'sl \é\/oth perfolrmed
f " usiness or employer's y the employee
by Contract situations anticipated R&D for the employer

. Invent/implied-in-fact
to Assign to Employer contract

| No Contact/Obligation Hired to

Com pen sation the consideration can be the employee’s salary. Some companies
pay bonuses to employees for invention disclosures.

Consideration for a contract is required. In the case of the employee,
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Applicable
rules for
employees
inventions in
major R&D
jurisdictions

France
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Applicable Rules Employees Inventions: France
Status of inventor EHEIDVE
Patentable invention I
|
Status of I Gafestem Not in mission
1 MISS but links with
invention invention employment
Ownershi Empl
of inventign ST ha@%g{g,ﬁ
Employer must pay [N TR
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Applicable rules
for employees
inventions

in major R&D
jurisdictions

Germany
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Applicable Rules Employees Inventions: Germany
q Employee Not an
Status of inventor employee
Not patentable:
Patentable invention o Technical
improvement
|
.Status. of Service R 3 R G obv'?cr:iesliynxg? Leable
invention invention meaii?\ﬁll%;er 8 for Employer
Rights in the Must be Employer entitled
. i claimed by to non-exclusive Employee
invention the Employer licence
Reasonable Agreed
Employer must pay compensation licence fee
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Applicable rules
for employees
inventions

in major R&D
jurisdictions

Japan

Applicable Rules Employees Inventions: Japan

Inventor

Status of inventor Employee

Employee Invention

i ithi i Employee ok
(Invention within the scope of the business Invgnt%/on employee
of the employer and within the scope of the Invention
present or past duty of the employee)

right to the grant of patent regulation regulation

Ownership Employer Employee
of invention

Reasonable
benefits

Employer must pay

Not an
employee

nght to the grant of patent Right to the grant of Not right to the
. patent or patent grant of patent or
or patent right right patent right
Agreement or employment Agreement or No Agreement
regulation of transfer of employment or employment
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Frequently Asked Questions
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Is it recommended to insert
wording or a clause on that topic in
employment agreements?
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Best practices to handle this matter
INn Cross countries companies:
local or global policy?

squirepattonboggs.com

15

Is it recommended to have a
standard assignment agreement
signed by each employee all over
the world?
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Should I handle inventions made
by founders, contractors or
interns in the same way as those
made by employees?
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How to manage Patent Offices
expectations vs. foreign local laws?

E.g. filing a patent in the US for an
invention created by an employee
based in France or Germany?
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Attendees’
Questions
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CLE: US

» For those in the US who require CLE credits please note the
following states are pending 1.0 general hour of CLE (AZ, CA, GA,
NJ, NY and OH)

» Please write down the following affirmation code [EMP301]

 After today’s session you will receive a Uniform Certificate of
Attendance to complete and submit to our colleague Robin
Hallagan at robin.hallagan@squirepb.com
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Local Resources, Global Coverage
Benefits
OFFICES
« Monitoring developments at all levels Abu Dhabi
Atlanta
Beijing
» Deep knowledge base: no need to :ﬁ:?ngham
“reinvent the wheel” Boblingen
Bratislava
. . Brussels
* Problem-solvers who bring critical Cincinnati
. . . Cleveland
jurisdictional knowledge and Columbus
. Dallas
experience -
Denver
. . bai
« Deep industry level understanding o
Frankfurt
.. Hong Kong
» Connectivity: government, law and Houston
. Leeds
business London
Los Angeles
« Resources in key geographies
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Madrid
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Miami

Milan

New Jersey
New York
Palo Alto
Paris

Perth

Phoenix
Prague
Riyadh

San Francisco
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Seoul
Shanghai
Singapore
Sydney
Tampa

Tokyo
Warsaw
Washington DC

DESKS

Africa

Brazil

Caribbean/Central America
India

Israel

Mexico
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