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Preliminary ruling by European Court of Justice gives important interpretation 
of Trade Mark Directive  

The European Court of Justice (ECJ) has given a preliminary ruling on a matter of law which gives an 

important interpretation of the Trade Mark Directive. The ECJ concluded that the owner of a trade mark may 

oppose the sale of its luxury goods if the sale is in breach of provisions of the licence agreement. When 

giving its decision, the ECJ focused on the fact that sales by one of the parties, a discount store, were 

harming the allure and prestigious nature of the trade marked luxury goods. 

Background 

In 2000 Société industrielle lingerie (SIL) were granted a trade mark licence that allowed them to manufacture 

and distribute luxury corsetry goods bearing the Christian Dior trade mark. The agreement stated that in order 

to maintain the “repute and prestige of the trade mark” SIL were not permitted, unless they had Dior’s 

consent, to sell the goods to a retailer outside of a selective distribution network. 

In 2001 SIL were faced with economic difficulties and asked Dior for permission to market Christian Dior 

goods outside of the selective distribution network but permission was refused. SIL nonetheless started 

selling the goods to Copad SA, which operated a discount store business. Dior therefore brought an action 

against SIL and Copad SA for infringement of a trademark in the French courts. This culminated in an appeal 

before the Cours de Cassation in France, which had doubts as to the interpretation of the relevant 

Community law and so decided to stay proceedings and refer questions to the ECJ for a preliminary ruling. 

The preliminary ruling system is a mechanism of EU law aimed at enabling national courts to ensure uniform 

interpretation and application of EU law in all the Member States. 

Decision 

The ECJ considered the implications of the Trade Mark Directive (Directive 89/104/EEC) and held that Dior, 

as proprietor of the trade mark, was entitled to invoke its ownership rights. The ECJ interpreted the Directive 

so as to allow Dior to bring an action on the grounds of both harm to its trade mark’s prestige and on the 

grounds that SIL were acting in contravention of the licence agreement. The ECJ focused on the fact that 

damage was occurring to the “allure and prestigious image” which gave the goods an “aura of luxury”. 

The ECJ’s interpretation means that the owner of a trade mark may enforce its proprietary rights where the 

licensee (in this case SIL) contravenes licence provisions that relate to the quality and image of the goods. 

The ECJ concluded that the key issue for a national court to decide is whether the licensee is contravening a 
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provision of their licence agreement and damaging the "aura of luxury" of the luxury goods and therefore 

affecting their quality. It held that it was conceivable that the sale of luxury goods by the licensee to third 

parties not part of the selective distribution network, might affect the quality of those goods. 

It was also decided that if a licensee disregards their agreement and sells outside of their selective 

distribution network, those sales will be considered to have taken place without the consent of the trademark 

proprietor. This clarifies the general rule that although goods bearing a trade mark are considered to have 

been put on the market with the consent of the proprietor, the licensor does not lose all his rights to enforce 

the trade mark rights against the licensee.  

The national court which referred the case, the French Cours de Cassation, will now use these preliminary 

rulings to prepare its own judgment.  

Case C-59/08 -– 23 April 2009  
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EU 

Decisions 

1 Commission approves proposed acquisition of Aracruz by Votorantim 

The European Commission has cleared under the EU Merger Regulation the proposed acquisition of the 

Brazilian company Aracruz Celulose S.A. (Aracruz) by the Brazilian company Votorantim Group (Votorantim), 

a company with interests in a diversified portfolio of industrial and financial activities. Aracruz is mainly active 

in the production of pulp and wood products and, through its affiliate Votorantim Celulose e Papel S.A. and its 

stake in Aracruz, Votorantim is also active in the pulp and paper markets. Despite a horizontal overlap in the 

pulp market, the Commission’s investigation confirmed that the parties combined market share will remain 

well below 15% on the global and EEA pulp market. Under any reasonable narrower product market 

definitions, the merged entity would also continue to face several strong, effective competitors after the 

proposed transaction.  

           IP/09/607 – 21 April 2009 

 

2 Commission approves merger between Posten and Post Danmark, subject to conditions 

The European Commission has cleared under the EU Merger Regulation the proposed merger between 

Posten of Sweden and Post Danmark, both incumbent postal operators. While the Swedish postal market 

has been fully liberalised since 1993, the Danish market has not yet been liberalised. The Commission has 

therefore carefully considered the potential effects of the merger on the upcoming liberalisation of the Danish 

postal market, which will take place before 2011. The Commission's investigations showed that liberalisation 

of the Danish mail market is not at risk, as the proposed merger is unlikely to increase barriers to entry or 

expansion, or impede competition in the Danish mail market. The activities of Posten and Post Danmark 

overlap horizontally in the provision of parcel delivery services in Denmark, affecting a number of parcel 

markets. In addition, a conglomerate relationship exists in Denmark between the provision of printing and 

enveloping services by Strålfors, a subsidiary of Posten, and mail distribution services by Post Danmark. The 

Commission's market investigation showed that the proposed transaction, as initially notified, raised 

horizontal competition concerns with respect to the domestic standard business to business (B2B) parcel 

delivery services market in Denmark. To remedy these concerns, the parties committed to divest assets and 

customer contracts covering their overlap in the domestic standard B2B parcel delivery services market in 

http://europa.eu/rapid/pressReleasesAction.do?reference=IP/09/607&format=HTML&aged=0&language=EN&guiLanguage=en
http://europa.eu/rapid/pressReleasesAction.do?reference=IP/09/612&format=HTML&aged=0&language=EN&guiLanguage=en
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Denmark. After market testing the proposed commitments, the Commission concluded that they were viable 

measures, suitable to address the competition concerns identified in its investigation. 

    IP/09/612 – 21 April 2009 

 

3 Commission approves proposed acquisition of joint control over a number of Salvador 

Caetano's subsidiaries by Salvador Caetano and Mapfre  

The European Commission has cleared under the EU Merger Regulation the proposed acquisition of joint 

control of Choice Car-Comércio de Automóveis, S.A, Finlog-Aluguer e Comércio de Automóveis, S.A., 

Guerin-Rent-A-Car (Dois), Lda, and Luso Assistência – Gestâo de Acidentes, S.A., all of Portugal, by Mapfre 

S.A of Spain and Grupo Salvador Caetano SGPS, S.A. of Portugal. The companies being acquired are active 

in second-hand light car retailing, fleet management services, short term car rental services and services 

ancillary to car accident management in Portugal. The Salvador Caetano Group, currently the sole owner of 

the companies being acquired, is mainly active in car retail and repair services in Portugal and Spain. Mapfre 

is a Spanish holding company providing insurance services worldwide. The Commission’s investigation 

revealed that Mapfre is not active in the same market as the companies being acquired. Moreover, it showed 

that any possible vertical links between Mapfre and the Salvador Caetano Group were minor. The 

Commission therefore concluded that the proposed transaction would not raise competition concerns.  

           IP/09/604 – 20 April 2009 

Invitations to Comment 

4 ADM/Schokinag 

Interested parties are invited to comment by 4 May 2009 on the proposed acquisition by Archer Daniels 
Midland Company of the undertakings Hermann GmbH, Schokinag-Schokolade-Industrie Herrmann GmbH & 
Co. KG and Ammon & Hermann GmbH & Co. KG by way of purchase of shares.  

           COMP/M.5431 – 24 April 2009 

5 MOL/INA 

Interested parties are invited to comment by 3 May 2009 on the proposed acquisition by MOL Hungarian Oil 

and Gas Public limited company of INA-Industrija Nafte d.d currently jointly controlled by MOL and the 

Republic of Croatia pursuant to the amendment of the shareholders' agreement. 

COMP/M.5490 – 23 April 2009 

6 SoFFin/Hypo Real Estate 

Interested parties are invited to comment by 1 May 2009 on the proposed acquisition by the Financial Market 
Stabilization Fund (commonly known as ‘Sonderfonds Finanzmarktstabilisierung’ or ‘SoFFin’), controlled by 
the Federal Republic of Germany of Hypo Real Estate by way of public bid announced on 9 April 2009. 

           COMP/M.5508 – 21 April 2009 

7 GDF Suez Energy Services/Elyo Italia 

Interested parties are invited to comment by 1 May 2009 on the proposed acquisition by GDF Suez Energy 
Services S.A., controlled by the GDF Suez Group (France), of Elyo Italia S.r.l. by way of purchase of shares.  

           COMP/M.5501 – 21 April 2009 

UK 

Decisions 

8 OFT publishes decision in relation to the former FreshXpress store in St Helens 

The OFT has reached a decision regarding the assignment of a lease to Tesco plc for the site of a former 

FreshXpress store in St Helens. The OFT concluded that the assignment did not qualify for investigation 

under the merger provisions of the Enterprise Act 2002 and that a “relevant merger situation has not been 

created”. The transaction has therefore been allowed to take place. 

http://europa.eu/rapid/pressReleasesAction.do?reference=IP/09/604&format=HTML&aged=0&language=EN&guiLanguage=en
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:C:2009:095:0028:0028:EN:PDF
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:C:2009:094:0020:0020:EN:PDF
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:C:2009:091:0017:0017:EN:PDF
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:C:2009:091:0016:0016:EN:PDF
http://www.oft.gov.uk/advice_and_resources/resource_base/Mergers_home/decisions/2009/tesco2
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  ME/4081/09 - 24 April 2009 

 

9 OFT reaches decision in relation to acquisition of the business and assets of JE Porter Ltd 

The OFT has published its decision regarding the anticipated acquisition by AB Agri Ltd of the business and 

certain assets of JE Porter Ltd from the Porters Group. The OFT did not believe that the acquisition would be 

likely to lead to a substantial lessening of competition and therefore the acquisition will not be referred to the 

Competition Commission. A copy of the full text of this decision can be found by clicking on this link. 

          ME/4057/09 - 24 April 2009 

10 Acquisition of Julian Graves Limited by NBTY Europe Inc 

The Competition Commission has published an issues statement as part of its inquiry into the completed 

acquisition of Julian Graves Limited by NBTY Europe Inc. The investigation is focusing on whether the 

acquisition will result in a substantial lessening of competition within any market in the UK, particularly the 

market for the supply of nuts, seeds and dried fruit. The purpose of the issues statement is to identify all 

interested parties and the specific questions and areas that the inquiry will examine.  Submissions are to be 

made by 6 May 2009 in order that a report can be published before September 2009. A copy of the issues 

statement can be found by clicking on this link.  

           19/09 23 April 2009 

Invitations to Comment 

11 Anticipated acquisition by Canada Pension Plan Investment Board of Macquarie 
Communications Infrastructure Group  

Affected sector: Broadcasting and communications services. Case officer: Eve Cinnirella 020 7211 8502 
(eve.cinnirella@oft.gsi.gov.uk). Deadline for comment: 8 May 2009. 
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EU 

12 Commission opens formal proceedings against telecoms incumbents Telekomunikacja 
Polska and Slovak Telekom  

The European Commission has decided to open two separate antitrust investigations against the Polish and 

Slovak incumbent telecoms operators, Telekomunikacja Polska and Slovak Telekom, for suspected breaches 

of the EC Treaty's prohibition of abusive practices (Article 82). The opening of formal proceedings follows 

inspections carried out in September 2008 in Telekomunikacja Polska and in January 2009 in Slovak 

Telekom. The Commission proceedings focus on suspicions of abusive behaviour that may prevent or hinder 

competition on broadband internet access and other electronic communications markets in Poland and in 

Slovakia. 
MEMO/09/203 - 27 April 2009 

13 Commission opens proceedings against Swedish electricity Transmission System Operator 
concerning limiting interconnector capacity for electricity exports 

The European Commission has decided to open formal proceedings with respect to the behaviour of 

Svenska Kraftnät (SvK), the Swedish electricity Transmission System Operator (TSO), for possible breaches 

of the EC Treaty´s antitrust rules on abuse of a dominant market position (Article 82).  SvK is the state-owned 

central administrative authority in Sweden commissioned to maintain, operate and develop the national 

http://www.oft.gov.uk/advice_and_resources/resource_base/Mergers_home/decisions/2009/ab-agri
http://www.oft.gov.uk/shared_oft/mergers_ea02/2009/AB_Agri-Porters.pdf
http://www.competition-commission.org.uk/press_rel/2009/apr/pdf/19-09.pdf
http://www.competition-commission.org.uk/inquiries/ref2009/holland/pdf/issues_statement.pdf
http://www.oft.gov.uk/advice_and_resources/resource_base/Mergers_home/comment/
http://europa.eu/rapid/pressReleasesAction.do?reference=MEMO/09/203&format=HTML&aged=0&language=EN&guiLanguage=en
http://europa.eu/rapid/pressReleasesAction.do?reference=MEMO/09/191&format=HTML&aged=0&language=EN&guiLanguage=en
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transmission grid for electric power including the state-owned interconnectors. SvK has exclusive rights to 

provide electricity transmission services in Sweden. The Commission believes that SvK may be abusing its 

monopoly position as the Swedish monopoly electricity transmission service provider by limiting export 

transmission capacity on Swedish interconnectors to neighbouring countries and thereby hindering the proper 

functioning of the Single Market in electricity. The energy sector competition inquiry conclusions of January 

2007 (summarised here) have allowed the Commission to gain an in-depth understanding of the energy 

sector, which is of key importance for the overall competitiveness of the European economy. It has also 

allowed the Commission to draw conclusions as to where Commission action based on competition law could 

be appropriate and effective.                                                                                               MEMO/09/168 – 20 April 2009 
14 Commission opens formal proceedings against certain members of Star and oneworld airline 

alliances 

The European Commission has decided to open two formal antitrust proceedings in relation to cooperation 

between certain airlines on transatlantic routes. The first investigation concerns both existing and planned 

cooperation between four current or prospective members of the Star Alliance – Air Canada, Continental, 

Lufthansa and United. The second investigation relates to proposed cooperation between three members of 

the oneworld alliance – American Airlines, British Airways and Iberia. The two sets of agreements provide for 

the coordination of the airlines' commercial, marketing and operational activities on transatlantic routes 

(principally routes between the EU and North America). The level of cooperation in question appears far more 

extensive than the general cooperation between these airlines and other airlines which are part of the Star 

and oneworld alliances. The scope of the Star Alliance investigation covers both the existing transatlantic 

cooperation between Lufthansa and United and between Lufthansa and Air Canada as well as the proposed 

four-party agreement between them and Continental. The Commission will assess the compatibility of each of 

these airlines’ cooperation with European rules on restrictive business practices and whether these joint 

activities may lead to restrictions of competition on certain transatlantic routes. In its analysis, the 

Commission will take into consideration any demonstrated consumer benefits which may arise from the 

parties’ cooperation.  
                                                                                              MEMO/09/168 – 20 April 2009 
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15 Commission authorises temporary Latvian guarantee scheme to boost real economy 

The European Commission has authorised, under EC Treaty State aid rules, a Latvian scheme aimed at 

providing relief to companies encountering financing difficulties as a result of the credit crunch in the current 

economic crisis. The scheme allows the granting of subsidised guarantees for initial investment and working 

capital loans concluded by 31 December 2009. It meets the conditions of the Commission’s Temporary 

Framework for State aid measures to support access to finance during the crisis because it is limited in time, 

respects the relevant thresholds and applies only to companies that were not in difficulty on 1 July 2008. It is 

therefore compatible with Article 87(3)(b) of the EC Treaty that allows aid to remedy a serious disturbance in 

the economy of a Member State. 
IP/09/626 – 23 April 2009 

16 Commission approves UK Asset-Backed Securities Guarantee Scheme 

The European Commission has approved, under EC Treaty State aid rules, the UK's Asset-Backed 

Securities Guarantee Scheme, which forms part of UK measures to support the banking industry during the 

current financial crisis. The scheme was notified on 17 April 2009, and stressed the adverse development of 

the UK housing market as a consequence of the credit contraction. The measure is intended to expand the 

http://europa.eu/rapid/pressReleasesAction.do?reference=IP/07/26&format=HTML&aged=1&language=EN&guiLanguage=en
http://europa.eu/rapid/pressReleasesAction.do?reference=MEMO/09/168&format=HTML&aged=0&language=EN&guiLanguage=en
http://europa.eu/rapid/pressReleasesAction.do?reference=IP/09/626&format=HTML&aged=0&language=EN&guiLanguage=en
http://europa.eu/rapid/pressReleasesAction.do?reference=IP/09/613&format=HTML&aged=0&language=EN&guiLanguage=en
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funds available to banks to promote lending to homebuyers and homeowners. Under the scheme, investors 

will benefit from the guarantee provided to securities issued by special purpose vehicles collateralised with 

residential mortgages. Guarantees allocated under the scheme will be limited to a total of £50 billion. The 

Commission found that current conditions on the financial markets justify the scheme, which aims at 

facilitating banks to acquire liquidity and underpin lending to the UK real economy. The Commission therefore 

concluded that the UK support measures are compatible with EC Treaty rules allowing aid to remedy a 

serious disturbance in a Member State's economy (Article 87(3)(b)). 
IP/09/613 – 21 April 2009 

17 Commission approves UK Homeowners Mortgage Support Scheme to help households 
affected by financial downturn 

The European Commission has approved under EC Treaty State aid rules the UK Homeowners Mortgage 

Support Scheme, which is aimed at reducing the level of home repossessions that are likely to occur as a 

result of the current economic downturn. The scheme was notified by the UK on 24 March 2009 and it will 

allow households that are unable to meet their mortgage repayments following a temporary drop of income to 

defer all of their principal and up to 70% of their interest repayments for a period of up to 2 years. In return, 

the UK will provide the lender with a guarantee on part of the deferred interest. The Commission concluded 

that this UK support measure is compatible with Article 87(2)(a) of the EC Treaty as it provides an aid of a 

social character to individuals, affected by a temporary income shock and at risk of losing their home, on a 

non-discriminatory basis. 
                                                                                                                                             IP/09/602 – 20 April 2009 

18 Commission approves Luxembourg's export-credit insurance scheme  

The European Commission has authorised, under the EC Treaty State aid rules, a measure adopted by 

Luxembourg to limit the adverse impact of the current financial crisis on export firms, under which export-

credit agency, Ducroire Luxembourg, will provide export-credit insurance to complement insurance policies 

taken out with private insurance companies. The Luxembourg authorities notified the European Commission 

of the measure in the context of the Commission Communication on short-term export-credit insurance and 

with reference to the Commission's Temporary Framework for State aid measures to support access to 

finance in the current financial and economic crisis, amended on 25 February 2009. It should be noted that 

this measure is of limited duration and scope, with a budget of €25 million. It is therefore compatible with the 

principles underpinning the single market and the Commission is therefore authorising the measure until 

31 December 2010. 

IP/09/603 – 20 April 2009 
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UK 

19 BERR releases announcement regarding the Newspaper Code 

The Secretary of State for Business, Enterprise and Regulatory Reform (BERR) has announced that, 

following advice from the OFT, national newspaper wholesalers will be released from undertakings to comply 

with the National Newspapers Code of Practice. The OFT is currently consulting on its proposed decision not 

to refer the newspaper and magazine distribution sector to the Competition Commission and interested 

parties have until 19 May 2009 to submit their representations. A final decision is expected by autumn 2009.  

         42/09 - 20 April 2009 

 

 

http://europa.eu/rapid/pressReleasesAction.do?reference=IP/09/602&format=HTML&aged=0&language=EN&guiLanguage=en
http://europa.eu/rapid/pressReleasesAction.do?reference=IP/09/603&format=HTML&aged=0&language=EN&guiLanguage=en
http://www.oft.gov.uk/news/press/2009/42-09
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20 Groceries remittal: Consultation document published 

The Competition Commission (CC) has published a consultation document as part of its proposals to create a 

competition test for when planning applications are submitted by grocery retailers. The document is a 

response to the Competition Appeal Tribunal’s Order of 3 April 2009 which quashed the CC’s previous 

recommendations regarding the competition test. Submissions are to be made by 7 May 2009 and a copy of 

the consultation document can be found by clicking on this link. 

23 April 2009 
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EU 

21 Strict interpretation of parent company liability for cartels reinforced by Advocate General in 

appeal by Akzo Nobel 

Four wholly-owned subsidiaries of the parent company Akzo Nobel NV were fined €20.99 million in 2004 for 

its part in a cartel in the market for choline chloride and, although the parent company itself had not 

participated in the cartel, it was fined jointly and severally with its subsidiaries as they were all considered 

part of the same economic unit. An appeal lodged against the decision by Akzo Nobel NV and the four 

subsidiaries was rejected by the Court of First Instance (CFI) and it is against that judgment, in relation to the 

liability of the parent company, that they are now appealing in the European Court of Justice (ECJ).  

 

The parties essentially agree that a parent company can be called to account for the cartel offences of its 

subsidiaries if it exercises a decisive influence over them. However, there is dispute as to whether such 

exertion of influence may be presumed where a parent company owns 100% of the shares in its subsidiaries 

or whether there must also be clear indications that the parent company exerts influence over the commercial 

behaviour of its subsidiaries. In particular, Akzo Nobel refer to the Bolloré judgment by the CFI in 2007 in 

which it was held that the 100% shareholding in a subsidiary was not in itself sufficient to attribute liability to 

the parent for the conduct of its subsidiary and that something more than the extent of the shareholding must 

be shown. Advocate General Kokott at the ECJ has given an opinion in advance of the case being heard 

before the court, recommending that Bolloré is not followed by the ECJ and that therefore Akzo Nobel's 

arguments are not accepted and their appeal is dismissed.  

Case C-97/08 P - 23 April 2009 

OTHER 

22 Cartel Damages Claims files action against members of the hydrogen peroxide cartel 

Cartel Damage Claims (CDC) has lodged a claim against six members of the European-wide hydrogen 

peroxide cartel including Akzo Nobel, Solvay and Evonik Degussa, seeking to recoup over €600 million. The 

application has been made on behalf of 32 hydrogen peroxide purchasers and will be reviewed by the 

regional court in Dortmund. The claim seeks €430 million in damages as well as interest which amounts to 

approximately 50 percent of the damage claim. The case is based on the European Commission's cartel 

decision of May 2006. CDC has requested access to the Commission's file which was rejected under the 

Commission's transparency rules. This is now being disputed in the Court of First Instance where CDC 

lodged a claim in October 2008 requesting that the Commission's decision be declared void. 

CDC specialises in the European-wide purchase and enforcement of damage claims resulting from 

competition law infringements. It takes over the claims of purchasers, manages the case and then returns a 

http://www.competition-commission.org.uk/inquiries/ref2009/groceries_remittal/pdf/consultation.pdf
http://www.carteldamageclaims.com/presse/20090423_CDC_PressRelease.pdf
http://www.competition-commission.org.uk/inquiries/ref2009/groceries_remittal/pdf/consultation.pdf
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percentage of the winnings back to the purchasers.  
                                                                                                                                                                                23 April 2009 

23 Long-running class action in the United States settled by chemical companies  

The claimants in a case against four chemical companies, Evonik Degussa Corp., Lucite International Inc., 

Arkema Inc. and Imperial Chemical Industries Limited, have requested a judge in the US District Court for the 

Eastern District of Pennsylvania to approve four settlement agreements following negotiations with the 

companies. If the settlement is approved, the money will be placed in escrow, and direct purchasers of 

methyl methacrylate and acrylic will be able to reclaim some or all of the money paid for purchases between 

1 January 1995 and 19 December 2007.  

23 April 2009 
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