
Mustang raised a single plea alleging infringement of Article 8(1)
(b). It argued that the opposition should have been dismissed 
on the grounds that there was no likelihood of confusion. In 
Mustang’s view, the board had incorrectly applied the principles 
of assessing the likelihood of confusion concerning the marks: 
it had wrongly considered that the dominant element in both 
marks was similar, without sufficiently demonstrating why the 
other elements were insufficient for the marks to be considered 
dissimilar. Mustang also argued that the overall impression of 
the marks was different.

The General Court set out the established principle that the 
likelihood of confusion must be assessed globally, which 
requires consideration of all the factors relevant to the case, in 
addition to case law. It was necessary to consider the extent of 
the similarity between the goods covered by the marks (which, 
in this case, was not disputed by Mustang) and the extent of 
similarity between the marks. The latter required an analysis of 
the visual, phonetic and conceptual similarities of the marks, 
bearing in mind any distinctive or dominant components.

As the earlier marks were registered in France and various 
other EU member states, for the purposes of assessing 
confusion, the relevant public was deemed to be the general 
public in France and the other countries. Moreover, in view 
of the fact that the goods concerned were in Classes 3, 18 
and 25, the General Court agreed with the Board of Appeal’s 
assessment that the relevant public should be taken to be 
average consumers in these countries, who are reasonably 
well informed, reasonably observant and circumspect.

As to the distinctiveness of the earlier marks, the General Court 
agreed with the Fourth Board of Appeal’s decision in which 
the figurative earlier marks had no clear conceptual meaning. 
Bearing in mind that no clear concept was communicated by 
the mark, the consumer would not have a distinct recollection 
of the mark or remember it as a particular letter ‘M’ or ‘W’ and, 
therefore, would not establish a particular reference to the 
relevant goods. The General Court thus agreed with the board 
that the earlier marks only had a low level of distinctiveness.

Mustang criticised the board insofar as it had not taken into 
account Decathlon’s submissions that the prior marks could be 
read as the letter ‘M’. The General Court dismissed Mustang’s 
argument and confirmed that the Board of Appeal must base 
its assessment on its own interpretation of the marks.

In Mustang - Bekleidungswerke GmbH & Co KG v Office for 
Harmonisation in the Internal Market (OHIM) (Case T-379/08, 
March 15 2012), the General Court has rejected Mustang - 
Bekleidungswerke GmbH & Co KG’s appeal against a decision 
of the Fourth Board of Appeal of OHIM in which the latter had 
upheld an opposition by Decathlon SA.

In October 2004 Mustang applied to register the figurative mark 
shown below as a Community trademark for the class headings 
of Classes 3, 18 and 25 of the Nice Classification:

On publication, Decathlon filed an opposition based on an earlier 
French registration and an international (Madrid) registration 
designating various member states of the European Union for 
the figurative mark shown below, registered for goods in Classes 
3 (both the French and international registration), 18 and 25 
(international registration only):

The grounds were those laid down in Article 8(1)(b) of the 
Community Trademark Regulation (40/94), now the Community 
Trademark Regulation (207/2009).

In May 2007 the Opposition Division of OHIM upheld Decathlon’s 
opposition on the basis that there was a likelihood of confusion 
in respect of all the goods applied for. Mustang appealed.

The Fourth Board of Appeal rejected the appeal, agreeing that 
there was a likelihood of confusion between the marks. In 
arriving at this decision, the board held that:

•	 the goods covered by the marks were identical or similar; 
and

•	 the marks were sufficiently similar to give rise to a likelihood 
of confusion.

Mustang appealed to the General Court.
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The General Court then assessed the visual, phonetic and 
conceptual similarities between the marks:

•	 As to the phonetic similarities, the marks could not be 
reduced to a pronounceable content. An aural comparison 
of the signs was therefore not possible.

•	 On a conceptual level, the signs did not confer any meaning 
that could be subject to a comparison.

•	 Conclusively, the crucial factor in the determination of 
the degree of similarity between the trademarks was 
exclusively their visual impression. The General Court 
observed that the signs had a similar visual structure, 
characterised by a thick, irregular, horizontal, undulating 
line. The court found the initial strokes of both marks 
strikingly similar. The fact that the earlier mark’s curved 
line was white, whereas that of the contested sign was 
composed of a slightly thicker black line, was of little 
importance. The court thought that the public would 
immediately recognise in the earlier mark a negative 
version of the contested application. Therefore, despite the 
differences, the court held that the visual resemblances 
between both marks were sufficient for OHIM to consider 
the marks sufficiently visually similar.

In conclusion, even taking into account the below average 
distinctiveness of the earlier marks, the General Court found 
the average visual similarity of the figurative signs sufficient to 
cause confusion among consumers. Consequently, the court 
held that the Fourth Board of Appeal had rightly concluded that 
there was a likelihood of confusion on the part of the relevant 
public, and dismissed Mustang’s appeal.

It is interesting to note that Mustang is the owner of a 
German trademark registration and an international (Madrid) 
registration of its figurative mark, and that neither the German 
mark nor the designations via the Madrid registration (mainly 
for non-EU countries) were opposed.
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This article first appeared on WTR Daily, part of World Trademark 
Review, in March 2012.   For further information, please go to 
www.worldtrademarkreview.com.
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