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Record compensation to the
infringer of the software
owned by a renowned brand
of satellite navigation
systems

Is the owner of pirated software requested to

provide evidence of the actual economic

damage based on the hypothetical royalty that

the infringer should have paid in the event that it

had licensed the software? Otherwise, is it

enough to prove the facts of the damage caused,

regardless these might be obvious, in order for

the claimant to be granted with compensation?

These questions arise as a result of the lawsuit

filed in the Commercial Court of Alicante on

infringement of intellectual property rights due to

the software offer issued by a renowned brand of

satellite navigation maps. However, the Court

dismissed the claim for damages based on the

criterion of hypothetical royalty. Hypothetical

royalty refers to those royalties to be paid by the

offender of intellectual property rights in the

event that the owner had previously granted a

license to such offender.

The Commercial Court of Alicante rejected to

grant compensation for damages because it was

not proved the basis for the estimation of such

compensation.

The software owner appealed the judgment

based on an interpretation of Section 140 of the

Copyright Act which enables to claim that in

those cases when the offense is proven, it is not

necessary to prove the actual damage in order

for the defendant to be granted with

compensation.

The Court of Appeal states in the first place, that

the general rule is that the damage and

compensation must be proved. In that sense, the

criterion "res ipsa loquitur" does not obviate the

need for evidence, but it leads to create a

presumption of the existence of damage. These

are cases in which the existence of damage is

inferred from the offense itself, hence the term

"ex re ipsa", i.e. "speak the thing itself" as it

applies to a situation so clear that it does not

need to be proven.

In this case, the judgment continues, the Court

of First Instance recognized that the number of
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illegal downloads of programs of the claimant on

the websites of the defendant exceeded 82,482.

The Court of Appeal applies the hypothetical

royalty in that respect, it does not depend on the

prior finding that the injured previously granted a

license to third parties. It is a fiction, a method

intended for estimating the compensation.

Based on the number of downloads and on the

software price, a royalty must be fixed for the

purpose of achieving the profit that the holder of

such rights would have received for the use of its

software by a third party.

The claimant alleged that the percentage would

be 11% of the sales price of the software owner.

The judgment concluded that setting a royalty

considering downloads as licensing criteria is an

acceptable criterion for determining the

compensation that the software owner would

have received from the infringer if this had

authorized the use of its intellectual property

rights.

Therefore, the Court set at € 5,109,759.9 the

amount for damages, thus estimating the appeal,

possibly one of the higher awards granted in

Spain for an offense of this kind.

Fernando González

The New Spanish Act on
Judicial Taxes

Introduction

The Official State Bulletin of Wednesday,

November 21st, 2012 published the new Law

10/2012 dated November 20th on the regulation

of certain taxes within the scope of the

Administration of Justice and the National

Toxicology and Forensic Science Institute.

This modification of taxes in the realm of justice

affects civil jurisdiction, administrative and social

law, and abrogates Section 35 of the Law

53/2002, dated December 30th, on tax,

administrative and social regulation, which was

used to regulate this tax in the civil and

administrative jurisdiction.

The mentioned law has been recently revised by

the Royal Decree Law 3/2013 published in the

Spanish Official State Bulletin dated February

23rd, which modifies this new tax rules within the

scope of the Administration of Justice about

which we shall refer to in this analysis.

Entry into force

Firstly, the date on which the new Law entered

into force was November 22nd, 2012. However,

the Ministerial Order governing the procedure to

fill in the necessary forms (Form 696) and

making the respective payment did not come

into force until December 17th, 2012. In

response to concerns arising from the

application of taxes during the period between

November 22nd and December 17th 2012, the

instruction 5/2012 dated November 21st from the

Secretary General of the Administration of

Justice established that in order to give effect to

procedural petitions made during this time lapse,

proof of payment of the fee would not be

required. However, we are aware that some

courts have required the parties, so that once

the forms are available, they shall proceed to

pay the tax under penalty of preclusion of the

claim.

In regards to the date of entry into force of the

Royal Decree-Law 3/2013, also occurs the
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following day of its publication in the Official

State Bulletin on February 23rd, 2013, however

in contrast to the Law 10/2012, the new amounts

will be applied from its entry into force, despite

the disbursement of the rate will not occur until

the publication of the Order of the Minister for

Finance Affairs with new forms. From this

moment there will be a period of 15 working

days to settle all those outstanding taxes.

Scope of application

The fee for the exercise of jurisdictional power

shall be applied nationwide and will be equally

applicable throughout the national territory,

without prejudice of the taxes and other tributes

that may exist in the Autonomous Communities

in the exercise of their respective financial

competencies and the exemptions that we will

point out below in the next paragraph.

Taxable events and taxpayers

(a) The taxable event is the exercise of the

jurisdictional power, including the modifications

listed below compared with the previous

regulation.

Civil jurisdiction:

 Filing of claims and appeals concerning
inheritance, family and marital status.

 Petitions for compulsory insolvency and other
legitimated parties, and presentation of the
incidental claim in the bankruptcy
proceedings.

 Filling of counterclaims.

 Filing of claims in the contentious
administrative order.

 Opposition to the execution of judicial titles.

 Filing of payment order procedures (amount
> € 2,000).

Labour jurisdiction:

 Filing of appeals and judicial review in labour
claims.

(b) With regard to the taxable person, the new

rates apply to:

 All corporate and natural persons who do not
have access to the right of free legal aid. In
this sense, the Royal Decree-Law 3/2013
expands the subjective scope of the
beneficiaries of free legal aid, applying the
new assumptions retroactively to those
beneficiaries of this right who had already
paid the fee since the entry into force of the
law 10/2012, until the entry into force of this
Royal Decree-Law 3/2013.

 Non-profit entities, those companies which
are fully or partially exempt from taxes, and
small-sized enterprises.
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Exemptions

Objective Subjective

The request for voluntary bankruptcy proceedings by
the debtor.

All legal persons and the individuals who have access
to the right of free legal aid.

Payment order procedures and the claim for oral

summary, where the amount thereof does not exceed €

2,000.

Prosecutor's Office, State administration, Autonomous

Communities, local entities and the respective public

institutions dependent on such public departments.

Procedures for capacity, filiation and minors, and all

matrimonial proceedings exclusively related to the

guardianship and custody of children or alimony. The

divorces shall be exempt just in case of mutual agreement.

The Parliament and legislative assemblies of the

autonomous communities.

Procedures concerning the protection of fundamental

rights and freedoms, as well as the performance of the

electoral administration.

Employees, who filed claims in the labour

jurisdiction, whether employed or self-employed,

shall have an exemption from 60% of the amount

corresponding to the fee for issuing an appeal

(recurso de “suplicación” y “casación” as per its name

in Spanish).

The filling of contentious administrative appeals in cases of

negative administrative response or inactivity of the

administration.

For contentious Administrative Proceedings, public

servants, when acting in defence of his statutory rights

still do not pay rates in the first instance and will have a

60% reduction in the amount of the rate corresponding

to the resources of appeal.

The filing of the demand for enforcement of awards

rendered by the consumer arbitration boards.

Actions being lodge by the bankruptcy administrators that

are in the interest of the assets of the bankrupt's estate,

and with the authorization of the judge of the Commercial

Court.
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Taxable base, returns, and further

specifications

 The amount of the fee is determined by a
fixed amount depending on the procedure, -
which has been increased as a result of this
new regulation-, and a variable amount,
which shall be determined according to the
amount claimed in the process, being the
type from 0 to €1,000,000 of 0.5%, and the
rest to 0.25%, with a maximum rate ranging
from 6,000€ to €10,000.

 However, pursuant to the Royal Decree-Law
3/2013, it is stated that the variable rate for
individuals shall be 0.1% and a maximum for
the variable amount of € 2,000.

 For procedures of undetermined amount,
they valued at €18,000 claims for the sole
purpose of establishing the taxable rate.

 In cases of joinder, the fees shall be
estimated according to the amount requested
in the claims or the amount requested within
the different cases joinder.

 In the contentious procedures relating to
traffic fines, in addition to the reduction in
variable rates introduced by the Royal
Decree-Law 3/2013, it is set 50% on the
amount of the penalty as the maximum
amount of the fee.

 At the same time, 60% of the amount of the
fee shall be the reimbursed in those cases
when it is reached an out-of-court solution to
the dispute. Besides, 20% of the fee shall be
reimbursed when it is agreed a joinder of
judicial processes (model 695).

 A 10% reimburse of the judicial activity fee
shall also be applied in those cases in which
writings have been submitted by telematics
means.

 In regards to the issue on whether the
condemnation costs includes the obligation to
compensate the rates, indeed, the third final
provision of the law, gives new wording to
Section 241.1 - 7th of the Spanish Code of
Civil Procedure, including the rate for the
exercise of jurisdictional power, where this is
mandatory.

 Likewise in those processes on foreclosure it
is applied an exceptional case as a result of
the entry into force of the Royal Decree-Law
3/2013, allowing excluding the condemnation
costs rates to be paid to the Bank by the
holder of the credit, otherwise, by the
guarantor.

Forms of presentation and payment of

the judicial tax

The payment of the fee must be made by the

person responsible pursuant to the provisions

established by the Ministry of finance and public

administration, and the mentioned payment shall

be carried out prior to the presentation of the

procedural writing. The proof of payment, duly

validated, must be attached to the corresponding

procedural writing. In case of failure to provide

such proof of payment, the clerk of the Court

shall require it, thus, not giving the writing course

if that omission is not rectified. In that case, the

procedural act shall conclude, continuing or

terminating the procedure, as appropriate.

Finally in terms of representation, the barristers

and procurators shall be responsible to pay such

fees on behalf of the client who shall afford such

fees, even when this does not live in Spain. For

such purpose, it shall not be necessary for the

lawyer to have at his/her disposal the NIF of the

client prior to the payment of the fee. In any case,

neither the procurator nor the lawyer will have

tax liability for the payment of the fee.

Ignacio Triguero
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Brussels Regulation
recasting

On December 10th, 2012, the Council of the

European Union adopted a reform on the

Brussels Regulation (EU Regulation 1215/2012)

on jurisdiction and the recognition and

enforcement of judgments in civil and

commercial matters. The Regulation reform was

published in the Official Journal on December

20th, 2012, but it shall not be in force until

January 10th, 2015.

The main change in the new Regulation is the

abolition of exequatur.

Under Regulation 1215/2012 EU, a Judgment

given in Member State which shall be

enforceable in such Member State shall be

enforceable in the other Member States without

any declaration of enforceability being required.

Moreover, an enforceable judgment shall carry

with it the power to proceed to any protective

measures which exist under the law of the

Member State addressed.

The enforcement shall be executed under the

same conditions as a judgment given in the

Member State addressed. The applicant just

shall provide the competent enforcement

authority with a copy of the judgment and a

certificate issued pursuant to Article 53, certifying

that the Judgment is enforceable.

In order to guarantee the rights of the party

against whom the enforcement is sought, prior to

the first enforcement measure, the certificate

issued pursuant to Article 53 shall be served on

that party, who could ask for the refusal of the

enforcement based on the same reasons stated

in the current Brussels Regulation.

There are also changes in the lis pendens

provisions. The new lis pendens rules contain

provisions that seek to free the court previously

designated by the parties by mutual agreement,

to decide on its jurisdiction, thus, dealing with the

litigation, regardless if this was first seised by or

not. The new Regulation provides that any court

other than the court designated shall stay the

proceedings until such time as the court seised

on the basis of the agreement declares that it

has no jurisdiction under the agreement. But,

when the court designated has established its

jurisdiction, any court of another Member State

shall decline jurisdiction in favour of that court.

Moreover, the new Regulation contains

provisions in case of lis pendens between courts

of a third State and a court of a Member State.

Just where the jurisdiction is based on Article 4

or Articles 7, 8 or 9, a Member State court seised

with an action which is related to the action in the

court of the third state, may stay its proceedings

if the following apply:

 It is expected that the court of the third state
shall give a judgment capable of recognition
and, where applicable, of enforcement in that
member state.

 The court of the Member State is satisfied
that a stay is necessary for the proper
administration of justice.

Finally, there are changes in the rules relation to

jurisdiction agreements removing the

requirement in existing Regulation that such an

agreement needs at least one party domiciled in

a Member State. Moreover, jurisdiction

agreements shall be treated as an agreement

independent of the other terms of the contract.

There has not been any news regarding

arbitration, although in the initial proposal was

intended to coordinate the arbitration and the

judicial proceedings, and there is hardly anything
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new in regards to the rules of jurisdiction.

Jesús Carrasco

Requested originality level
for a design to be protected
by the intellectual property
law

The Civil Division of the High Court of Justice

(TS as per its Spanish acronyms), in its

judgment dated September 27th, 2012

dismissed the appeal filed by a private individual

and the company CM Salvi, SL against the

judgment issued by the Court of Appeal. In this

case the claim was filed based on a failure to

comply with the payments intended for royalties

as agreed by the parties in the contract signed,

by virtue of which, Industrias de Iluminación

Roura, S.L. were authorized to use the design of

the lamppost of the plaintiffs. Likewise, the

defendant claimed based on the infringement of

the intellectual property rights on the design as a

result of the exploitation of the design after the

completion date of the contract.

In the first instance the claim based on the

breach of the contract was accepted, however,

the claim on infringement of the design was

dismissed, given that the Court considered that

the use of such design was permitted by virtue of

the agreement entered by and between the

parties.

Later the Regional Court of Barcelona confirmed

both judgements with a slight difference; the

Regional Court of Barcelona considered that the

design could not be protected as intellectual

property since it did not comply with the required

level of “originality” to be protected by such Law.

The claimants filed an appeal against the

mentioned decision, in this respect, it is worthy to

highlight the rejection of the third plea in the

appeal which was based on the violation of the

case law concerning the unitary concept of

originality included in Section 10 of the

Intellectual Property Law (LPI as per its Spanish

acronyms), and the principle of dual protection of

industrial design duly established by the

aforementioned Law as well as the additional

disposition 10 of the Act on legal protection of

Industrial Designs, given that the Court issued

the judgement based on the lack of enough

originality of the design of the lamppost.

Thus the High Court considers that in order for

the design to be protected by copyright, apart

from fulfilling the requirements of novelty and

uniqueness requested for a design to be

registered pursuant to Section 5 of the

aforementioned Act 20/2003 dated July 7th, on

Legal Protection of industrial Design, it is also

necessary that the design complies with the

requirements included in the Explanatory

Memorandum and the 10th Additional Provision

of the mentioned Act, in which it is stated that

that nothing prevents that whether the "original

or particularly creative design", that "meets the

required level of creativity and originality

necessary for the design to be protected as a

piece of art by the LPI", may also avail itself of

the protection provided by the LPI.

Additionally the High Court states that as far as it

is explained in the Explanatory Memorandum on

the Intellectual Property Protection Act, the legal

protected good by the mentioned law and in

general, by the industrial property law related to

the features of appearance of the product itself

or its ornamentation, is "the value added by the

design to the product from the commercial point

of view, regardless of its aesthetic or artistic level

and its originality.”

Thus in this case the High Court of Justice
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considered that the lamppost design could not

be protected by the LPI as it does not meet the

creativity and originality level requested for the

design to be protected as a work of art pursuant

to the LPI, and thus the third plea of the appeal

was rejected.

Ignacio Gurpegui

Pledge of future receivables

The Company Court of Alicante, Nº 1, made, in

its judgment dated July 20
th
, 2012, a useful

analysis on the different decisions part of the

case law in regards to the recognition of pledges

of future receivables and their classification as

privileged credit in cases of bankruptcy

proceedings, being a very commonly practiced

consideration.

According to the Insolvency Act, these loans

secured by a pledge entered in a public deed are

specially privileged over the property or rights in

the possession of the creditor or a third party. In

case of credit pledge, in order to be assigned

with privileges on the credits transferred as

guarantee, it is sufficient to record in any

authoritative document which shall be dated

faithful. While the pledge for future loans only

confers special privileges to claims arising before

declarations of insolvency; the same applies for

the claims arising thereafter when appropriate to

their discharge or when the pledge was entered

in a public register prior to the declaration of

insolvency.

The analysis of the mentioned recognition

occurs as a result of the case decision in which

the Hércules Fútbol Club, S.A.D., entered a

nonpossessory security right in a public deed in

which certain credit rights were included as a

guarantee of two installment payments to be

afforded by such intuition to the State Tax

Administration Agency. The mentioned deed of

pledge was then registered in the Land Registry

Office of Alicante, thus such commercial activity

was included in the bankruptcy proceedings after

the pledge was constituted.

Once the pledge of future receivables is

validated, it is necessary to determine its place

among the other creditors according to the date

in which the obligation was created. The pledge

will then reach all the credits that might arise until

the declaration of bankruptcy proceedings.

The problem is to determine the procedure to be

applied to those which might arise after the

declaration of bankruptcy, depending on whether

these arise from the debtor in bankruptcy

proceedings as an asset that is integrated freely

in the estate and accordingly the pledgee has no

privilege over them, otherwise, they are part of

the pledge, and therefore, the recipient of these

assets shall be the pledgee.

In case the pledger is insolvent, conflict of

interests occurs in respect to the pledged

receivables that might arise after the starting

date of the insolvency proceeding. On one side,

we shall mention the expectations of the secured

creditor and on the other side, the interests of

the remaining creditors, which may find a

reduction in the active estate included in the

bankruptcy proceedings for the benefit of the

secured creditor holding the pledge for future

receivables, without having any kind of post-

concursal financing.

There legal doctrine differs on this matter,

distinguishing in the first place the positions of

those who consider that the pledge of credit is

always immune to insolvency proceedings being

just required that the credits are determinable.

A second point of view, considers that if the

contract sources of future receivables were
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entered before the date in which the bankruptcy

proceedings started, although they might had

been generated later on, these shall be

distinguishing between simple future loans and

purely prospective future loans, only the former

being enforceable within the insolvency

proceeding whereas the later would be

integrated into the bankruptcy estate without

enjoying privilege.

A third position requires that in order for the

pledge of future receivables to be effective

against third parties in the insolvency proceeding,

the obligation shall have been entered before the

declaration of insolvency. Lastly, we find out the

4
th

position of those who advocate the analogous

application of Additional Disposition Nº 3 of Act

1/1999 on the regulation of Capital Risk Entities

and their Management Companies, making

enforceable those credit instruments that arise

from business activity carried out by the pledger

within one year from the date in which the

guarantee was granted, despite these arise after

the declaration of bankruptcy proceedings.

The decision we analyze now strictly follows the

thesis of the the third position, understanding

that the pledge only reaches those claims that

arise before the declaration of insolvency;

because otherwise, it would prevent expectation

of recovery to a large number of creditors.

Additionally, this is the purpose of the reform of

the Insolvency Act in which the reference must

be the date of the creation of the loan and not

that of the conclusion of the contract from which

the credit is derived from.

Accordingly to this position, the claim filed by the

AEAT is partly considered as recognizing the

privilege of the credit created and matured

before the bankruptcy declaration.

Silvia Ara

The right to raise the lease
fee in cases of sublease

The Resolution object to analysis, is the decision

dated July 20th 2012, by the High Court -first

section, civil division- takes as a starting point a

lease of premises for business in which the

landlord claimed for an increase of the rent as a

result of different mergers the tenant had made

with different divisions of its business group that

eventually occupied his contractual position

successively.

It is worthy to mention the fact that the parties

had contractually provided authorization to the

tenant to sub-let whether totally or partially the

estate subject to lease in favor of the offices that

were part of his business group, what served as

the basis for the decision of the first instance

judge, that excluded the application of Section

32 of the Spanish Law for urban rents (LAU as

per its Spanish acronyms), and therefore, the

right to raise the rent by 20% for each

assignment or subletting of contract, believing

that both dispositions were incompatible.

The above decision was appealed and rejected

following by the Court, with the recognition of the

right of the landlord to raise the rent by 20% for

each of mergers that had taken place. Such

decision was issued by the Appeal Court as they

considered that the implementation of Section 32

of the LAU was perfectly compatible with the

aforementioned contract statement, considering

then that both statements were not contradictory

in any way.

However, in regards to the time in which such

right should be recognized, the Appeal Court

fixed this when the extrajudicial claim was made

to the tenant, thus discarding the specific time in

which each merger had taken place.
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Such decision was based on the analog

implementation of Section 18.3 of the LAU,

which governs the right to update the rent in the

lease of housing, and its developed case law,

according to which, given the imperative

character of this right in contracts to those cases

for housing leases, the Appeal Court stated the

non-retroactivity of such updates.

Against this decision of analogical

implementation of Section 18.3 of the LAU, and

its case law development, the landlord filed a writ

of appeal before the High Court alleging

infringement of article 4 from the Civil Code,

regulatory of the analogy, by understanding that

leases of houses and the leases of properties

"for using different from the housing " respond to

different fact assumptions, and considers that as

the legislator did not reach to make a

distinguishing, the interpreter of the law should

not do so.

The High Court starts its analysis by determining

the applicable law to the particular lease subject

to dispute that, in view of what the parties

contractually had stated, such agreement should

be governed in first place by what freely was

agreed in the contract, and in matters not

provided by them, should apply specifically titles

I, III, IV and V of the LAU. The parties

themselves, therefore, would have excluded the

application of title II, specifically applied to the

housing leasing.

On these bases, the High Court considered

applicable Section 32 of the LAU, as Section

included in title III of the LAU, and therefore

recognized the right of the landlord to raise the

rent by 20% by each of the mergers that had

been carried out by the tenant throughout the

contract.

Regarding the issue under discussion about the

analogical implementation of Section 18.3 of the

LAU and its case law, in order to determine at

what time should the right to raise the rent by

assignment produce its effects, the High Court

observes the different economic realities to

which the rental housing responds, against the

lease for different uses, and in addition,

emphasizing the difference between the right to

update the rent as stated in Section 18.3 of the

LAU, and the right to raise it by assignment or

subrogation pursuant to Section 32 of the LAU,

therefore, the High Court excluded the analog

application agreed in the decision ruled by the

Court of Appeal.

So, after having stated the total lack of identity

between both types of rights, and both types of

leasing, the High Court determines the time in

which the effects from the right to raise the rent

pursuant to Section 32 of the LAU arise, it

should be the time when the merger was

produced, this is therefore, given its constitutive

character, when the merge was duly registered

in the register.

The High Court thus dismissed the decision

ruled by the Appeal Court, and ruled as stated.

Paula Casado
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